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DETAILED ACTION 

Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 13, 14, 16-24 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject matter. 

The claims are drawn to a method. For purposes of 101, a "process" has been given a 
specialized, limited meaning by the courts. A 101 process must (1) be tied to another statutory 
class (such as a particular apparatus) or (2) transform underlying subject matter (such as an 
article or materials) to a different state or thing. Neither of these requirements are met by the 
claims and thus the method is not a patent eligible process under 101 . 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 13, 14, 16 - 24 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent Application Publication 2001/0037453 to Mitty et al. 

As concerns claim 13, a method for instant messaging in a network communication 
system comprising: formulating a combined message to a recipient (001 1 ), said combined 
message including a predictive code (0012) and a communications message (0012); a state 



Application/Control Number: 10/724,969 Page 3 

Art Unit: 2451 

variable associated with said recipient (0032;0086), said state variable includes a function (0033; 
0086); and transmitting said code and said communications message to a recipient (0012); 
executing the predictive code at the recipient (0034;0056); and delivering the communications 
message to the recipient if the predictive code returns a first value (0034-validatcd) and 
discarding the communications message if the predictive code returns a second value (0081 -if 
not validated must be retransmitted thus initial message is discarded). 

As concerns claim 14, transmitting a modifying code to the recipient that causes the 
persistant state associated with the recipient to be modified (0086;0094). 

As concerns claim 16, wherein said state variable corresponds to one or more aspects of a 
state of said recipient (0086). 

As concerns claim 1 7, wherein said state variable is name spaced based on a selected 
sender of a message (0086). 

As concerns claim 18, wherein said state variable includes one or more parameters (0086; 

0059). 

As concerns claim 19, wherein said parameters include at least one of a state variable 
name, a sender, and a recipient (0032, 0086). 

As concerns claim 20, wherein said state variable is at least one of modified by a sender, 
determined by selected code operating at said recipient, and updated by selected code operating 
at said recipient (0086; 0094;0120). 

As concerns claim 21, further including storing a state variable on a server separate from 
a recipient (0048- intermediary 1 15;0053). 

As concerns claim 22, wherein said code evaluates a state of said recipient (0086). 
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As concerns claim 23, wherein said a state of said recipient includes whether a messages 
has been previously received (0086; 0049). 

As concerns claim 24, further including establishing a security mechanism at a recipient 
to ensure that code transmitted to, and executed at, a recipient is noninvasive (0022;0050;0056). 

5. Claims 13, 14, 16-23 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 6,282,709 to Reha et al. 

As concerns claim 13, a method for instant messaging in a network communication 
system comprising: formulating a combined message to a recipient (system 100), said combined 
message including a predictive code (col. 9, lines 35-40; col. 5, lines 1-12) and a 
communications message (col. 9, lines 56-60; note applicant indicates at 0005-0006 code and 
message can be sent separately); a state variable associated with said recipient (col. 2, lines 13- 
17; software versions), said state variable includes a function (col. 4, lines 1-7; 55-62); and 
transmitting said code and said communications message to a recipient (col. 9, lines 53-60; col. 
7, lines 20-25); executing the predictive code at the recipient (col. 9, lines 53-60; col. 7, lines 20- 
25); and delivering the communications message to the recipient if the predictive code returns a 
first value and discarding the communications message if the predictive code returns a second 
value (col. 9, lines 35-60). 

As concerns claim 14, transmitting a modifying code to the recipient that causes the 
persistant state associated with the recipient to be modified (col. 5, lines 60- col. 6, line 
6;version). 
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As concerns claim 16, wherein said state variable corresponds to one or more aspects of a 
state of said recipient (col. 5, lines 60- col. 6, line 6;version). 

As concerns claim 17, wherein said state variable is name spaced based on a selected 
sender of a message (col. 5, lines 17-20; name of file determined by sender). 

As concerns claim 1 8, wherein said state variable includes one or more parameters 
(software version number is a parameter). 

As concerns claim 19, wherein said parameters include at least one of a state variable 
name, a sender, and a recipient (software version has a name). 

As concerns claim 20, wherein said state variable is at least one of modified by a sender, 
determined by selected code operating at said recipient, and updated by selected code operating 
at said recipient (col. 9, lines 53-60; col. 7, lines 20-25). 

As concerns claim 21, further including storing a state variable on a server separate from 
a recipient (col. 5, lines 8-10; server version compared to local system). 

As concerns claim 22, wherein said code evaluates a state of said recipient (col. 9, lines 

35-60). 

As concerns claim 23, wherein said a state of said recipient includes whether a messages 
has been previously received (col. 9, lines 35-60; current or non-existent checked). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
6,282,709 to Reha et al. in view of U.S. Patent Application Publication 2001/0037453 to Mitty et 
al. 

Reha et al. '709 do not explicitly disclose a security mechanism. 

Mitty et al. '453 teach a security mechanism (0022;0050;0056). 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to provide the system of Reha et al. '709, with a security mechanism, as taught by 
Mitty et al. '453, in order to provide a means of protecting the integrity of the data on the 
computer system. 

Response to Arguments 

8. Applicant's arguments filed September 29, 2008 have been fully considered but they are 
not persuasive. 

The applicant argues Mitty does not teach or suggest "establishing a state variable 
associated with a recipient, wherein the state variable includes a function" as now presented in 
claim 13. The claims have been given the broadest reasonable interpretation and Mitty 
anticipates the claimed invention. Claim 13 is broad in the recital of a "function", and does not 
recite what the particular "function" is. The recital of establishing a function for the recipient is 
not linked to any other limitations in claim 13, and thus renders the scope for this limitation to be 
broader in scope and lends multiple aspects of Mitty' s disclosure to anticipate such a limitation. 
The applicant appears to be inferring some limited meaning to the term "function" within the 
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claim without reciting any of those specific limitations. Furthermore limitations from the 
specification are not read into the claim. Mitty discloses a state variable and it would be inherent 
for this state to have a "function", such as its role, which can comprise monitoring status of 
transactions or transforming messages. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John B. Walsh whose telephone number is 571-272-7063. The 
examiner can normally be reached on Monday-Thursday from 8:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on 571-272-3964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John B.Walsh/ 

Primary Examiner, Art Unit 245 1 
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